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Sir: 



Rejection of Claims 1-15. 17. 20-45. 48-62 and 64-69 Under 35 U.S.C. 102(e) 

Claims 1-15, 17, 20-45, 48-62 and 64-69 are rejected under 35 U.S.C. 1 02(e) as being anticipated 
by US Patent Application Publication No. 2004/0235523 to Schrire et al. ("Schrire"). As discussed 
below, applicants respectfully submit that the claims of the present invention include several limitations 
that are nowhere disclosed, taught or in any way suggested by Schrire. It is noted that, for a given claim, 
the absence of any one of the following limitations from Schrire is enough to overcome the rejection of 
that claim on the stated grounds. All claim limitations are significant, and must be given weight and 
effect vis-a-vis the patentability of the claims. Application ofSaether, 492 F.2d 849, 852 (C.C.P.A. 
1974). Omission of any claimed element, no matter how insubstantial, is grounds for traversing a 
rejection based on §102. Connell v. Sears, Roebuck & Co., 722 F.2d 1542 (Fed. Cir. 1983). 

A. Back-Up System User Account Set-Up Interface 

Each of the claims recite a back-up system user account set-up interface in one form or another. 
As a partial example: 
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• "presenting a back-up system user account set-up interface on a user interface on the phone, the 
set-up interface enabling establishment of a back-up service account." (Claims 1-19) 



• "presenting a back-up system user account set-up interface on a user interface on the phone. . . 
establishing a user account via the back-up system user account set-up interface, the user account 
identifying the user by an unique designation." (Claims 30-41) 

• "an automated user account creation method initiated by the user via a user interface on a 
wireless telephone, the creation method accessing the backup system using a unique identifier 
for the user to create a user account on the backup system." (Claims 52-60) 

As an initial matter, it is noted that the Examiner has cited to three different sections of Schrire in 
three different communications to support the position that the above-described limitation is shown in 
Schrire. In the Final Rejection dated August 1 1, 2006 ("the Final Rejection"), the Examiner indicated 
that this claim limitation was shown in Schrire at paragraphs 51 and 61. In a subsequent telephonic 
interview held August 28, 2006, after it was pointed out to the Examiner that paragraphs 51 and 61 do 
not support the stated rejection, the Examiner adopted the position that the above-described limitation 
was instead disclosed in paragraph 60 of Schrire. After it was pointed out to the Examiner in the 
Response after Final that paragraphs 51, 60 and 61 do not support the stated rejection, the Examiner 
adopted the position in the Advisory Action that the above-described limitation was instead disclosed in 
paragraph 267 of Schrire. 

As the Examiner appears currently to rely on paragraph 267 of Schrire as showing the above- 
described limitations, applicants address that paragraph below. The reasons as to why paragraphs 5 1 , 60 
and 6 1 do not support the Examiner's rej ection are set forth in the Response after Final of record with the 
Patent Office. 

In the Advisory Action, the Examiner states that Schrire discloses the above-identified limitations 
as follows: 

Schrire supports [the above-identified claim limitations] as, the backup 
file 49 is substituted by a "changes to be backed up" file including a set 
of flags for each ADN record in the abbreviated dialing numbers file 36 
indicating whether a user has input any changes to the record using the 
keyboard. Finally, a further file comprises a "Current Backup" file 
including flags for each record for indicating whether any changes have 
been made and have been included in the last backup data message 
which is currently in the buffer 38 or being transmitted by the mobile 
phone. (Emphasis in original). 
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This language is a quote of paragraph 267 from Schrire. 

The above-quoted paragraph does not disclose or relate in any way to a user interface for setting 
up a user account as recited in the claims indicated above. The above paragraph relates to files and flags 
that are generated within a phone, invisible to the user, when a user makes changes to his or her contact 
information and the like stored on their phone. There is no disclosure of setting up a user account, and 
there is no disclosure of a user interface for setting up an account. These limitations are expressly recited 
in the claims and cannot be ignored. One of skill in the art reviewing the above paragraph, or any other 
portion of Schrire, would have no disclosure, teaching or suggestion of any kind of a user interface for 
setting up a user account as expressly recited in the claims indicated above. 

B. Backup Scheduling Interface On The Phone 

The claims further recite a backup scheduling interface in one form or another allowing a user to 
define his or her own desired schedule for backing up the mobile data. As a partial example, the claims 
recite: 

• "presenting a backup scheduling interface to the user interface on the phone, the backup 
scheduling interface accepting user input on a backup schedule." (Claims 1-19) 

• "the agent including ... a backup method scheduling interface . . . provided to a user interface on 
the phone." (Claims 20-29) 

• "an automated backup [process/method] transmitting changes to the backup system at user 
defined intervals." (Claims 42-60) 

Applicants again note as an initial matter that the Examiner has recited completely new grounds 
within Schrire which he alleges shows the above-identified limitations. In particular, in the Final 
Rejection, the Examiner cited to paragraphs 84 and 102 as showing the above-described limitations. 
After it was pointed out to the Examiner in the Response after Final that paragraphs 84 and 1 02 do not 
support the stated rejection, the Examiner adopted the position in the Advisory Action that the above- 
described limitation was instead disclosed in paragraph 1 3 1 of Schrire. 

As the Examiner appears currently to rely on paragraph 131 of Schrire as showing the above- 
described limitations, applicants address that paragraph below. The reasons as to why paragraphs 84 and 
102 do not support the Examiner's rejection are set forth in the Response after Final of record with the 
Patent Office. 
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In the Advisory Action, the Examiner states that Schrire discloses the above-identified limitations 
as follows: 

Schrire supports the [above-identified claim limitations] as, Rather than 
by periodically interrogating the address book data (i.e. EF.sub.ADN 
data) to look for changes as in the first embodiment, backup messages 
are initiated by entry of new ADN data via the keyboard of the mobile 
phone. Restore messages, as in the first embodiment, are instigated by a 
user request to the backup data service centre, whilst configuration 
messages will usually be instigated by the data backup service system 
operator. (Emphasis in original). 

This language is a quote of paragraph 131 from Schrire. 

At most, the above-described language indicates that address book data will be backed up when 
new address book data is entered into the phone using the keyboard. However, the above paragraph is 
completely silent as to a user setting a schedule for backing up the phone data, and the above paragraph 
is completely silent as to a user interface allowing a user to set a schedule for backing up the phone data. 
These limitations are expressly recited in the claims and cannot be ignored. One of skill in the art 
reviewing the above paragraph, or any other portion of Schrire, would have no disclosure, teaching or 
suggestion of any kind to provide a user interface for setting up a back up schedule as expressly recited in 



C. A Restore Information Interface On The Phone 

Enabling A User To Retrieve Backup Information 

The claims further recite a backup scheduling interface in one form or another allowing a user to 
define his or her own desired schedule for backing up the mobile data. As a partial example, the claims 
recite: 

• presenting a restore information interface on the user interface on the phone, the restore interface 
enabling a user to retrieve backup information to a data store on the phone. (Claims 1-19) 



• presenting a restore information interface on the user interface on the phone, the restore interface 
enabling the user to retrieve the phone data and changes to the phone data to a data store on the 
phone. (Claims 61-62 and 64-69) 

In the Advisory Action, the Examiner states that Schrire discloses the above-identified limitations 
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Schrire supports the [above-identified claim limitations] as, Rather than 
by periodically interrogating the address book data (i.e. EF.sub.ADN 
data) to look for changes as in the first embodiment, backup messages 
are initiated by entry of new ADN data via the keyboard of the mobile 
phone. Restore messages, as in the first embodiment, are instigated by a 
user request to the backup data service centre, whilst configuration 
messages will usually be instigated by the data backup service system 
operator. (Emphasis in original). 

This language is again a quote of paragraph 131 from Schrire. 

As in the first embodiment disclosed in Schrire, this paragraph merely states that a restore 

operation is initiated by a user contacting the backup data service center. However, in Schrire, the 

contact with the customer service center is not accomplished using a restore interface on the phone: 

In the event that the user requires restoration of the EF ADN data stored on 
the SIM card 8, due to, for example, loss of the SIM card or corruption 
of the data, this will normally be dealt with by the user contacting the 
customer service centre. An appropriate message will be sent through the 
customer service centre server 97 to the database server 83 to instigate 
the restore process either for all entries, or for a selected group of entries. 
In the event of the loss of the SIM card, this may conveniently be 
achieved by download of the data stored on the database 85 to a SIM 
manufacturer who is able to load the data. (Paragraph 113). 

One of skill in the art reviewing the above paragraph, or any other portion of Schrire, would have no 
disclosure, teaching or suggestion of any kind to provide a user interface enabling a user to retrieve 
backup data as expressly recited in the claims indicated above. 



Based on the above remarks, reconsideration of claims 1 -62 and 64-69 is respectfully requested. 



Respectfully submitted, 



Date: November 9, 2006 By: /Brian I. Marcus/ 

Brian I. Marcus 
Reg. No. 34,511 

Vierra Magen Marcus & DeNiro LLP 
575 Market Street, Suite 2500 
San Francisco, California 94105 
Telephone: (415) 369-9660 
Facsimile: (415) 369-9665 
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